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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )E3 Responsive to communication(s) filed on 31 May 2001 . 
2a)D This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) E3 Claim(s) 1-49 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEI Claim(s) 41-43.45-47 and 49 is/are rejected. 

7) ^ Claim(s) 44 and 48 is/are objected to. 

8) ^ Claim(s) 41-49 are subject to restriction and/or election requirement. 
Application Papers 

9) D The specification is objected to by the Examiner. 

10)Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )□ The proposed drawing correction filed on is: a)Q approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)D All b)D Some*c)D None of: 

1 .0 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attach ment(s) J 

1 ) [3 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). 



2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) / / 5) Q Notice of Informal Patent Application (PTO-152) 

3) ^ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 5J> . 6) □ Other: 
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DETAILED ACTION 



1 . This action is in response to the application filed 05/31/01 . 

2. Claims 41-49 have been examined. 

Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-40, drawn to an integrated circuit card with debugging ability, 
classified in class 714, subclass 38. 

II. Claims 41-49, drawn to an application development tool for use with a 
debugger, classified in class 717, subclass 124. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions I and II are related as subcombination disclosed as usable together in 
a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. Each respective invention has utility as in a system not 
having the other. See MPEP § 806.05(d). 

During a telephone conversation with Lewis Lee Reg. 34,656 on 10/29/2003 a 
provisional election was made without traverse to prosecute the invention of Group II, 
claims 41-49. Affirmation of this election must be made by applicant in replying to this 
Office action. Claims 1-40 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 
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Claim Rejections - 35 USC § 102 



3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office action: 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

4. Claims 41-49 are rejected under 35 U.S.C. 102(e) as being anticipated by 

BarnettUSPN 6,173,419. 

Regarding claim 41 , Barnett anticipates, an application development system 
comprising: 

a computer system to execute an application within an application development 
tool (2:1-10); and 

a smart card incorporating a smart card development interface, coupled to the -- 
computer system, to receive and identify debug frames interlaced with application 
frames within a normal communication flow between the application executing on the 
computer system and the smart card, wherein the smart card development interface 
promotes the application frames to an application layer of the smart card, and invokes 
debug features of the smart card in response to debug instructions embedded within the 
received debug frames (Col. 5 lines 37 to 60). 

Regarding claim 42, an application development system according to claim 41, 
wherein the computer system further comprises: 

a client development interface (fig 7, item #118), to interlace debug frames 
generated by the application development tool with application frames generated by the 
application executing within the application development tool. 
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Claim Rejections - 35 USC § 103 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 43 - 49 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Barnett USPN 6,173,419 in view of Jacobson USPN 6,195,774. 

Regarding claim 43, Barnett discloses all the claimed limitations as applied in 
claim 42 above. Barnett doesn't expressly disclose wherein the application 
development tool generates debug frames in response to user interaction with the 
application development tool. However, Jacobson doesn't show this functionality in a 
similar environment (Jacobson, Col. 21 , lines 37 to line 40). Therefore it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
combine Barnett and Jacobson because, using interfaces to interact with users makes 
the system more automated and thus more efficient. 

Regarding claim 45, an application development system according to claim 43, 
wherein the debug frames invoke and control one or more smart card resources 
facilitating debugging of the application executing within the application development 
tool of the computer system (5:35-50). 

Claims 43 - 49 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Barnett USPN 6,173,419 as applied in claims 41 and 42, in view of You etal. USPN 
5,787,245 (hereinafter You). 

Regarding claim 46 & 47, Barnett discloses all the claimed limitations as applied 
in claim 42 above. Barnett doesn't explicitly disclose, wherein the client development 
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interface includes a debug filter to identify and route debug frames received from the 
smart card. However, You does disclose this feature (4:35-39). Therefore it would 
have been obvious to one of ordinary skills in the art at the time the invention was made 
to combine Barnett and You because, using filters to identify and route debug data 
ensures that the data reaches it's respective locations, hence making the system more 
dynamic. 

Regarding claim 49, an application development system according to claim 41, 
further comprising: 

a communication protocol, employed by the computer system and the smart card 
to communicate there between, the communication protocol comprising; 

a plurality of application frames comprising a normal communication flow 
between a host application and a smart card application (Barnett, fig 2); and 

one or more debug frames, interlaced with the application frames within the 
normal communication flow, to enable a debug application executing on the host system 
to selectively access and control smart card resources (Barnett, fig 6, 108,104). 



Claims 44 and 48 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. The prior art doesn't teach or 
render obvious to the following: 

"... wherein the application development tool populates a source and/or 
destination field of the debug frame with an invalid source and/or destination address". 



Allowable Subject Matter 
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Correspondence Information 

6. Any inquires concerning this communication or earlier 
communications from the examiner should be directed to Chuck O. 
Kendall who may be reached via telephone at (703) 308-6608. The 
examiner can normally be reached Monday through Friday between 8:00 
A.M. and 5:00 P.M. est. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Tuan Dam can be reached at (703) 305-4552. 

Any inquiry of a general nature or relating to the status of this 
application or proceeding should be directed to the Group receptionist 
whose telephone number is (703) 305-3900. 

For facsimile (fax) send to central FAX number 703-872-9306 and 703- 
7467240 draft. 

Software Engineer Patent Examiner 
United States Department of 
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